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DETAILED ACTION 
Response to Arguments 

Applicant's arguments filed February 6, 2008 have been fully considered but they 
are not persuasive. 

At the bottom of page 23 and into the top of page 24, the Applicant argues that 
the prism of Wurster is a non-dispersive prism. The Examiner cannot find where the 
Applicant draws this conclusion from. The Cambridge Dictionaries Online defines a 
prism as "a transparent object, often glass, that separates while light into different 
colors." Secondly, the Applicant states that the light used is monochromatic. To the 
best of the Examiner's knowledge, there is nothing in the disclosure that states this. At 
column 2, lines 11-29 of Wurster it discusses how infrared light is deflected while visible 
light is allowed to pass. Therefore, it seems apparent that a light having multiple 
wavelengths is being used. The Applicant claims that the prism should be a non- 
dispersive prism. For at least the reasons above, the Examiner respectfully disagrees 
and does not believe there is enough evidence to confirm this assumption. Therefore, 
based on the broadest reasonable interpretation of the reference, the Examiner holds 
that the prism, in conjunction with the tube 19 and the mirror 1 provide a dispersive 
arrangement. 

Regarding the Applicant's argument at the bottom of page 24 with respect to 
claims 76-78 and 96-98 -- these claims (as well as claims 75 and 95) do not provide 
further structural limitation to the apparatus. The subject matter of these claims is the 
image and the information that creates the image. The image is not itself a structural 
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aspect of an apparatus. Section 21 1 4 of the MPEP states, "Apparatus claims cover 
what a device is, not what a device does (emphasis in original)." Hewlett-Packard Co. v. 
Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). 
Therefore, these claims do not provide further structural limitations and are not given 
patentable weight within the scope of an apparatus claim. 

The Applicant argues on the top of page 25 that the references of record do not 
teach or suggest a fluid displacement arrangement cooperative with the dispersive 
arrangement. The Examiner respectfully disagrees. The terminology "cooperative with" 
is very broad language. It can be interpreted to mean that the first arrangement actually 
performs a function that the second arrangement may benefit from. For example, the 
first arrangement may displace a fluid onto the lens of the second arrangement to clear 
the lens of debri. However, it may also imply that the two arrangements may operate at 
the same instance while not having any direct interaction at all. Based on this, the 
needle endoscope of dinger is capable of imaging while simultaneously injecting a 
fluid. Therefore, the two arrangements may operate cooperatively. 

At the bottom of page 25, the Applicant argues that none of the references teach 
or suggest any polishing of fibers, much less where the fibers (it is assumed this means 
the end of the fibers) are at angles different from one another. This claim represents a 
product-by-process claim. Section 2113 of the MPEP states, "Even though product-by- 
process claims are limited by and defined by the process, determination of patentability 
is based on the product itself. The patentability of a product does not depend on its 
method of production." Therefore, the claim limitation stating that the angles are 



Application/Control Number: 09/709,162 Page 4 

Art Unit: 3737 

created by polishing is not granted patentable weight. With regard to the angles, the top 
of page 20 of the specification provides one purpose for the angles. This purpose is, 
"such that an energy source transmitted through each fiber is focused onto a distinct 
target site." Page 24, lines 9-1 1 provide another purpose, which is "so that they [i.e., 
the fibers] both aim at the same target site..." Therefore, the purpose of the polished 
angles is for aiming the energy. Wurster, at least, provides for aiming and guiding the 
energy at the end of the optical pathway. This is explained at column 1 , line 57 through 
column 2, line 10. Absent any criticality or unexpected result for the different angles of 
the fibers, Wurster, at least, provides the same capability. 



Claim Objections 

Claims 75-78, 83, 95-98 and 103 are objected to because of the following 
informalities: 

Regarding the amendment to claims 83 and 103, the amendment creates 
confusion as to what is cooperative. It is unclear if the fluid displacement arrangement 
or the structure is cooperative with the dispersive arrangement. 

Regarding claims 75-78 and 95-98 -- these claims do not provide further 
structural limitation to the apparatus. The subject matter of these claims is the image 
and the information that creates the image. The image is not itself a structural aspect of 
an apparatus. 

Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 68-73, 75, 79-82 and 86-87 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Wurster (US Patent No. 4,141 ,362). Wurster discloses a laser 
endoscope equipped both with an observation optic and a laser beam. A deflection 
mirror is connected to a beam path of the observation optic on the proximal side for a 
laser beam in order to allow the operator to direct the laser beam into the area of 
observation in order to treat the area (column 1 , line 57 through column 2, line 4). A 
prism is also used within the endoscopic assembly (column 3, lines 11-12). It is 
possible to reduce the diameter of the endoscope to a minimum thereby opening up the 
areas of applications in very small body hollows and/or cavities (column 1 , lines 39-42 
and column 3, lines 1-7). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 74, 76-78, 84-85, 89-1 02, 1 04-1 07, 1 09-1 16,11 8-1 28 and 1 30 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over Wurster in view of Fritch et 
al. (US Patent No. 4,607,622). Wurster discloses a laser endoscope equipped both with 
an observation optic and a laser beam, as described in the rejection of claims 68-73, 75, 
79-82 and 86-87. However, Wurster fails to provide optical fibers. Fritch teaches a fiber 
optic ocular endoscope attached to a TV monitor to provide the operator with a display 
of the interior of the eye. At least two fiber bundles are used for illumination purposes 
and a third lumen is used for providing optical therapy (column 2, line 63 through 
column 3, line 19 and column 5, lines 1-13). The size to permit entry into the eye 
through an incision varies in size from 250 microns to approximately 3 millimeters 
(column 5, lines 30-36). It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to provide optic fibers for illumination channels 
as taught by Fritch in order to bending of the endoscope to provide viewing of areas 
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beneath the iris and on the side of the iris that were otherwise impossible to view or 
reach before (column 2, lines 29-40). 

Claims 83, 88, 103, 108, 117, 129 and 131-136 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Wurster in view of Fritch et al. and further in view of 
dinger et al. (US Patent No. 3,941 ,121). Wurster combined with Fritch is discussed 
above in the rejection of claims 74, 76-78, 84-85, 89-102, 104-107, 109-116, 118-128 
and 130. However, these references fail to provide a fluid displacement arrangement, 
dinger teaches a needle endoscope including a hollow needle of about 18-gauge (see 
Abstract). It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to incorporate the teachings of Wurster and Fritch into the tip of 
a needle, as taught by dinger, because as described by the references the dimensions 
allow for such placement without modification. Furthermore, it would have been 
obvious to combine in order to provide operative vsual supervision of a treatment 
procedure performed through an operative channel of the needle and which his small 
enough to be universally acceptable for introduction into previously inviolate tissue area 
without resorting to open surgery techniques (column 2, lines 56-62). 

Claim 137 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wurster in view of Kittrell et al. (US Patent No. 5,31 8,024). Wurster discloses a laser 
endoscope equipped both with an observation optic and a laser beam. A deflection 
mirror is connected to a beam path of the observation optic on the proximal side for a 
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laser beam in order to alow the operator to direct the laser beam into the area of 
observation in order to treat the area (column 1 , line 57 through column 2, line 4). A 
prism is also used within the endoscopic assembly (column 3, lines 11-12). It is 
possible to reduce the diameter of the endoscope to a minimum thereby opening up the 
areas of applications in very small body hollows and/or cavities (column 1 , lines 39-42 
and column 3, lines 1-7). However, Wurster does not specifically define the dispersive 
arrangement as including a grating. Kittrell teaches a laser endoscope for 
spectroscopic imaging and provides multiple embodiments in which the distal end of the 
laser catheter uses any number of devices, or arrangements, to control the location and 
divergence of the laser light and return of fluorescence of scattered light. These 
arrangements include gratings and prism (column 13, lines 64-67). See Figures 13A-E. 
It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to incorporate a grating or a prism, as taught by Kittrell, because they are 
both well-known capabilities of such devices and would be an obvious design choice to 
one of skill in the art in order to control the location and divergence of laser light. 

Claims 138-140 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wurster in view of Fritch as applied to claims 89, 113 and 125 above, and further in 
view of Kittrell et al. (US Patent No. 5,318,024). Wurster in combination with Fritch 
does not specifically define the dispersive arrangement as including a grating. Kittrell 
teaches a laser endoscope for spectroscopic imaging and provides multiple 
embodiments in which the distal end of the laser catheter uses any number of devices, 



Application/Control Number: 09/709,162 Page 9 

Art Unit: 3737 

or arrangements, to control the location and divergence of the laser light and return of 
fluorescence of scattered light. These arrangements include gratings and prism 
(column 13, lines 64-67). See Figures 13A-E. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to incorporate a grating or a 
prism, as taught by Kittrell, because they are both well-known capabilities of such 
devices and would be an obvious design choice to one of skill in the art in order to 
control the location and divergence of laser light. 

Claim 141 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wurster in view of Fritch and dinger as applied to claim 131 above, and further in view 
of Kittrell et al. (US Patent No. 5,318,024). Wurster in combination with Fritch does not 
specifically define the dispersive arrangement as including a grating. Kittrell teaches a 
laser endoscope for spectroscopic imaging and provides multiple embodiments in which 
the distal end of the laser catheter uses any number of devices, or arrangements, to 
control the location and divergence of the laser light and return of fluorescence of 
scattered light. These arrangements include gratings and prism (column 13, lines 64- 
67). See Figures 13A-E. It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to incorporate a grating or a prism, as taught by Kittrell, 
because they are both well-known capabilities of such devices and would be an obvious 
design choice to one of skill in the art in order to control the location and divergence of 
laser light. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES KISH whose telephone number is (571)272- 
5554. The examiner can normally be reached on 8:30 - 5:00 ~ Mon. - Fri.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Casler can be reached on 571-272-4956. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ruth S. Smith/ 

Primary Examiner, Art Unit 3737 

JMK 



